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Schering-Plough Corporation 

Lav Department 
2000 Galloping Hill Road 
K-6-1, Mail Stop 1990 
KENILMTORTH, New JERSEY 07033 
(908) 298-4000 

FACSIMILE TRANSMITTAL SHEET 
TO , FAX NUMBER: 



Examiner Kamal A. Saeed 



„T> nM . PHONE NUMBERi 
tunLee (908)298-2161 



TOTAL NO. OF PAGES INCLUDING COVER DATE 

3j August 24, 2004 



CONFIDENTIALITY NOTE; This sheet and/or the documents) accompanying it contain information 
belonging to Schering-Plough Corporation and/or its affiliates which is confidential and/or legally 
privileged. The information is intended only for the use of the individual or entity named above. If you 
have received this fax In error, please immediately notify us by telephone. If there is a problem with this 
transmission please call Shawn Armstrong at (908) 298-5255. 



NOTES/ COMMENTS: 

PLEASE HAND DELIVER TO THE ATTENTION OF 
EXAMINER KAMAL A. SAEED 

In re Application of: Anandan Palani et al. 

For Patent Fon MCH Antagonists and Their Use in the Treatment of Obesity 

Group Art Unit: 1626 

Attorney Docket No.: CN01365K US/ Serial No.: 09/995,949 
Filed: 11/28/2001 

Dear Examiner: 

In response to our conversation today, please find transmitted here with are: 

• Fax Cover Sheet - 1 Page 

• Certificate of Transmission FTO/SB/97 - 1 Page 

• Transmittal Form PTO/SB721 -1 Page 

• Req. for Reconsideration of Holding of Abandonment -2 Pages 

• Petition for Revival PTO/SB/64 - 2 Pages 

• Fee Transmittal PTO/SB/27 - 1 Page in duplicate 

Additional documents include ; 

> Copy of Fax Cover Sheet and Confirmation to Examiner Jones 5/26/04 - 2 Pages 

> Copy of Fax Cover Sheet & Confirmation to Examiner Saeed 5/17/2004 - 2 Pages 

> Copy of Supplement Response to Communication 5/17/04 - 1 Page 

> Copy of Certification of Facsimile as filed on May 17, 2004 - 1 Page 

> Copy of Post Card stamped received by the OIPE on February 11, 2004 - 1 Page 

> Copy of Post Card as filed on February 6, 2004 - 1 Page 

> Copy of Transmittal form as filed on February 6, 2004 - 1 Page 

> Copy or Petition for One Month Extension as filed on February 6, 2004 - 1 Page (1 duplicate) 

> Copy of Response to Final Office Action as filed on February 6, 2004 - 18 Pages 

William Y. Lee- Reg. Representative 
Registration No- 46,100 
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Attorney Docket No.: CN01365K 
Application No-: 09/995,949 

Filing Date: 11/28/2001 ^^^^«K»M 

First Named Inventor-. Anandan Palaw et al. ^ ^ t^i^ojj^. u^o^/^»^ofc^^ 



under the PmatwnH. Rpdnaton Act 1 no oereon. aw r»qulmd to rMpnrvt 



Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence is being facsimile transmitted to the United 
States Patent and Trademark Office (703) 872-9306 

on 08/24/2004 , 



Date 



Signature 

William Y. Lee, Reg. No. 46,100 



eg. ino. to,iuu . , 

Typed or printed name of person signing Certificate 



Note: Each paper must have its own certificate of transmission, or this certificate 
must identify each submitted paper. 

Documents) being transmitted: 

Fax Cover Sheet - 1 Page Copy of Fax Cover Sheet 5/17/2004 - 2 pgs. 

Certificate of Transmission PTO/SB/97 - 1 Page Copy of Supp. Response 5/17/04 - 1 Page 

Transmittal Form PTO/SB/21 - 1 Page Copy of Fax Cert 5/17/04 - 1 Page 

Req. for Reconsideration of Holding of Abandonment - 2 Pgs. Copy of Post Card 2/1 1/04 - 1 Page 
Petition for Revival PTO/SB/64 - 2 Pages Copy of Post Card 2/6/04 - 1 Page 

Fee Transmittal PTO/SB/17 - 1 Page in duplicate Copy of Trans. Form 2/6/04 - 1 Page 

AMMn-1 Documents: Copy ofPat. Ext. orTime 2/6/04 - 1 Pg. fn dup. 

Copy of Fax Cover 5/26704 - 2 Pages Copy of Response AF 2/6/04 - 18 pgs. 



TO* mltarfon of information is required by 37 CFR lA The Wbrmallcn ta required to obtain of retain • oenaflt by IM . puBte whk*i la to fll. fer^l^US^Oto 

ADDRESS. SEND TO: CommlMlorwr for Patents, P.O. Box 1450, Alexandria. VA 22313-1450. 

If you need assistance in completing the form, can l-BOO-PTO-9199 and select option 2. 
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pTo/safli (oa-o»> 

A _ roved Iar yjo through O7/31f20O6. OM8 0651-0031 




□ 

□ 
□ 
□ 

□ 
□ 



Fb& Transmittal Farm 

Fee Attached 
Ame ndment/Reply 
After Final 

Affldavils/declBralionfa) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 

Certified Copy of Priority 
Documents) 

Response to Missing Parts/ 
Incomplete Application 

□ Response to Missing Parts 
under 37 CFR 1 .52 or 1 .53 



□ 
□ 
□ 
□ 
□ 



Drawlng(a) 

Llcenelng-relalad Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 

Request for Refund 

CD, Number of CD(s) 



□ 
□ 
□ 
□ 



After Allowance communication 
to Group 

Appeal Communication to Board 
of Appeals and Interferences 
Appeal Communication to Group 
(Appeal Notice, Brief. RebW Briar) 



Proprietary Information 

| I Status Letter 

Other Enclosure^) (please 
Identify below): 

Rcq. for Reconsideration - 2 Pages; Ccrtifitiue of 
Transmission PTO/SB/97 - 1 Page; Fax Cover 
Sheet - 1 



•qkf/ ol IV &»a Sheet A Confmm^ia Exam, [few tote MWJ* - 1 
"COW cr Hn OMCTStkBGI * U Eaniw S*W»JS717W -i 

"CW of &v0etmmaa RupooK to OmMamcKxjn VIVO* < 1 Pip 
■Cow of (V'"* 1 "" t>t PDgtnnto - 1 

■Copy at tat CwJ ■« JIU na ZKAl - 1 1W 

«Ca» aTTramrrfXlJ Far* u (Ded oi - 1 **B* 

■Cfcpy CfPtUUcB roraaBMoLkbExundcn^O^ - 1 Poo in rhyTlrnr 

■Copy of Roeyom k> P™1 Ofltoe Aatuo e> fifctl a* 2/G#V - 1 ■ P"g=*" 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Rim 
or 

Individual name 



Signature 



William Y. Lee, Reg- No. 46,100 



Dale 



08/24/2004 



CERTIFICATE OF TRANSMISSION/MAILING 



t hereby certify that this correspondence Is being facsimile transmitted to the USPTO or deposited with U« .United! States Postal ^Service with 
sufficient postage as first class mall m an envelope addressed to: Commissioner for Paterns, P.O. Box 1450. Alexandria. VA 2231 3-1450 on 
the dare shown below. 


Typed or printed name 


William Y. Lee, Reg. No. 46,100 




i^Stgnalure 




Date 


08/24/2004 



TriB cDlbctlon of Infomiaiian * required by 37 CFR 1^.Th»lnto7ra6on l« required to obtain or retain a benefit by the public which It to (la (arid bytha USPTO to 
pro^^^Jicstior.. Confld^3amy iaioverned by 35 UAC. 182 and 37 CFR 1.14. TWa collection Is estimated 2 had* to eon* eta W** 
nShertrs. preparing, and submtnlng the completed appllcallen form to Die USPTO. Time win vary depending upon the ntfvUual ease. Any corn menls on Ihe 
arartol ^wra^ucamplete rrda farm and/or ausgeaiioro for reducing Ofe burden, should ba asm la the Chief Infarmaaor^cer U.a Pata ntMd 
T^d^^MiTu ^parScf^mon*. P.O. SSliso, /torandrta, VA S231 S-H5D. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 

ADDRESS, send TO? Commissioner for Patents, P.O. Box 1 480, Alexandria, VA 22313-1450. 

tfyau need assistance) in completing the form, call 1S00-PTO-91S9 end select option 2. 
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PATENT CASE: CN01365K 
IN THE UNITFP STATE5 PA TENT AND TPARFMARK OFFICE 

V 

Examiner: Kamal A. Saeed 
Date: August 24. 2004 
Group Art Unit: 1626 



In re Application of: Anandan Palani et al. 

For Patent: MCH Antagonists and Their 
Use in the Treatment of Obesity 



Serial No.: 09/995,949 
Filed: 11/28/2001 



Schering-Plough Corporation 
Kenilworth, New Jersey 07033 



Commissioner for Patents 
P.O. Box 1450 

Alexandria. Virginia 22323-1450 

REQUEST FOR RECONSIDERATION OF HOLDIN G OF ABANDONMENT 

Sir 

A Notice of Abandonment for failure to respond to an Official letter was 
mailed to applicants on July 27, 2004 and received on July 29, 2004. 

The Notice stated that Applicant's failed to timely file a proper reply to an 
Official letter mailed on October 6, 2003. The three-month period for a reply expired 
on January 6, 2004. 

Applicants did, in fact, submit a response Amendment on February 6, 2004, 
along with a request for a one-month extension of time to reply. A copy of the 
postcard which accompanied applicants' response, and which was returned with the 
USPTO stamp indicating receipt on February 1 1, 2004, is attached. 

Also attached are copies of the documents listed on the postcard, the 
amendment, the request for the extension of time and a Response Transmittal 
Form. 

On or about May 17. 2004, applicants received a phone call from Examiner 
Kamal Saeed warning applicants about the possibility of this case going abandoned 
for applicants' alleged failure to respond to the October 6, 2003 Official Letter. 

Immediately after the phone call with Examiner Saeed. applicants faxed a 
copy of the previously filed February 6, 2004 Amendment, with all the accompanying 
paperwork listed in the above paragraph, including a copy of the return postcard 
with the USPTO stamp indicating receipt on February 11. 2004. Also faxed on May 
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In re Application of; Anandan Palani et al. 
Serial No.: 09/995,949 
Filed: 11/28/2001 
Date: August 24, 2004 

17, 2004 was a supplemental communication and Certificate of Facsimile, copies of 

which are attached. 

An Advisory Action mailed on June 15. 2004, for which a period to reply was 
set on the mailing date of the Advisory Action or the date set forth in the final 
rejection was received by applicants on June 17, 2004 and brought to the attention 
of the undersigned attorney a day or two thereafter. The Advisory Action stated that 
the amendments of February 6, 2004 would not be entered. 

Upon receipt of the Advisory Action, further conversations with Examiner 
Saeed stated to the applicants that a Petition to Revive would be necessary to 
continue the prosecution of this case. 

Applicants believe that this information is sufficient to prove that a response 
was filed and that the error in abandoning this application is clear. Should further 
documentation be required, please contact the undersigned attorney at the 
telephone number given below. 

Applicants respectfully request reconsideration of the abandonment and re- 
instatement of this application as soon as possible. 

Respectfully submitted, 



William Y. Lee 
Reg. No. 46,100 
Attorney for Applicants 
(908) 298-2161 



WYL:sa 

I hereby certify that this correspondence is being transmitted via ^ a f si ^ i ' e +f . addr ® s ^ ed Rl !° 
Examiner Kamal A. Saeed at (703) 872-9306 at the United States Patent Office. P.O. Box 
1450, Alexandria, Virginia 22313-1450 on August 24. 2004 

Registered Representative 



Signature 



Date of Signature 
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